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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Appli 



. ofRanjanPERERAer al. 



Confirmation No.: 7997 



Application No.: 10/702,319 



Group Art Unit: 1636 



Filed: November 6, 2003 



Examiner: Qian, Celine X. 



For: Compositions and Methods for the Modification of Gene Expression 

Commissioner for Patents 

U.S. Patent and Trademark Office 

Customer Service Window, Mail Stop Amendment 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314 



INFORMATION DISCLOSURE STATEMENT UNDER 37 C.F.R. S1.97fc) 
In accordance with the duty of disclosure set forth in 37 C.F.R. §1.56, 
Applicant(s) hereby submits the following information in conformance with 37 C.F.R. §§1.97 
and 1.98. 

[x] Pursuant to 37 C.F.R. §1.98, a copy of document 36 cited in the attached Form 
PTO-1449 is enclosed. 



[x] Copies of the remaining publications listed on the attached Form PTO-1449 are 
not being provided pursuant to 37 C.F.R. § 1.98(d) because the publications were 
previously cited by or submitted to the Office in prior Application Serial No. 
10/137,036, filed April 30, 2002, and cited herein as 20030101478, document no. 
10, to which the above-identified application claims priority under 35 U.S.C. 



[ ] Copies of documents that were not submitted in the above-mentioned related 
United States Patent Applications may be found in related United States Patent 
Application Nos.: 

Should the Examiner be unable to locate a document, a copy will be provided 
upon request. 



§120. 



M 



No copies of any U.S. patents or U.S. patent application publications listed on the 
attached Form PTO-1449 are being provided pursuant to 37 C.F.R. §1.98. 
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[x] Document no. 1 2, WO 00/58474, is a PCT Patent publications of Applicants' 
related PCT Application no. PCT/NZOO/00018, filed February 24, 2000. 

[ ] Enclosed is a copy of a non-English publication(s) . Pursuant to §609 of the 

M.P.E.P., Applicant submits the attached foreign search or examination report, 
which cites such non-English language publication(s). 



[ ] Enclosed is a copy of a non-English publication(s) . English language 

publication (copy enclosed) claims priority from this non-English publication. 



[ ] Enclosed are abstracts of non-English publications , cited herein as 

documents respectively. English abstracts are attached to each 

document. An English abstract of non-English publication , document 

, may be found on the cover page of the publication. 

[ ] Enclosed is an English translation of non-English publications , cited 

herein as documents respectively. English translations are attached to 

each document. 



[x] The Examiner's attention is directed to related United States Patent Application 
Serial Nos.: 

09/276,599, filed March 25, 1999, cited herewith as 6380459 (document no. 8); 
09/598,401, filed June 20, 2000, cited herewith as 6596925 (document no. 9); 
09/724,624, filed November 28, 2000, now abandoned; 
10/137,036, filed April 30, 2002, cited herewith as 20030101478 (document no. 

10) ; 

10/927,641, filed August 27, 2004, cited herewith as 20050244968 (document no. 

11) ; and 

11/711 ,894, filed February 28, 2007, not published. 

This Information Disclosure Statement is filed after the period specified in 37 C.F.R. § 
1 .97(b), but before the mailing of: 

[x] a final action under 37 C.F.R. §1.113; 

[ ] a notice of allowance under 37 C.F.R. § 1 .3 1 1 ; or 
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[ ] an action that otherwise closes prosecution in this application. 



In accordance with 37 C.F.R. §1.97(c) also enclosed is: 

[x] Fee under 37 C.F.R. §1 .17(p) in the amount of Si 80.00; or 
[ ] Statement as specified in 37 C.F.R. § 1.97(e): 

[ ] Each item of information contained in the Information 
Disclosure Statement cited herein was first cited in a 
communication from a foreign patent office in a 
counterpart foreign application not more than three months 
prior to the filing date of the Information Disclosure 
Statement; or 

[ ] No item of information contained in the Information 

Disclosure Statement submitted herewith was cited in a 
communication from a foreign patent office in a 
counterpart foreign application, and, to the knowledge of 
the undersigned, having made a reasonable inquiry, no item 
of information contained in the Information Disclosure 
Statement was known to any individual designated in 37 
C.F.R. § 1.56(c) more than three months prior to the filing 
date of the Information Disclosure Statement. 



It is respectfully requested that the Examiner consider the above-noted information and 
return an initialed copy of the attached Forms PTO-1449 to the undersigned. The U.S. Patent 
and Trademark Office is hereby authorized to charge any fee deficiency, or credit any 
overpayment, to our Deposit Account No. 50-1283. 



USPTO Customer No. 58249 

COOLEY GODWARD KRONISH LLP 

ATTN: Patent Group 

1200 19th Street, NW Suite 500 

Washington, DC 20036-2412 

Phone: (202) 842-7800 

Fax: (202) 842-7899 



Jayrne A^Huleatt 



Applicants: Ranjan PERERA et al. 
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U.S. PATENT DOCUMENTS 


Initial 




Document No. 


Date 


Name 


Class 


•Mlh-t la 


Filing Date 




1. 


5510474 


04/23/1996 


Quail etal. 










2. 


5639952 


06/17/1997 












3. 






Quail etal. 














05/12/1998 


Shewmaker et al. 




































7. 






Lappegard et al. 












6380459 


04/30/2002 


Perera et al. 










9. 


6596925 


07/22/2003 


Perera et al. 










10. 
















11. 


20050244968 


1 1/03/2005 


Perera et al. 








FOREIG 


N PATENT DOCUMENTS 






Document No. 




Country 


Class 


Sul.-C Lis- 


Translation 






WO 00/58474 


10/05/2000 


WIPO 










13. 


WO 01/98485 




WIPO 








14. 




12/18/1997 


WIPO 








OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, etc.) 






Asamizu, Erika et al., "Structural Analysi ) LrabidO] liana Chromosome 5.VI1I. Sequence Features of the 
Regions of 1,081,958 bp Covered by Seventeen Physically assigned PI and TAC Clones", DNA Research, vol. 5, pp. 
379-391 (1998). 






Belknap, William R. and Garbarino, Joan E. "The Role of ubiquitin in plant senescence and stress responses," Trends 
in Plant Science vol. 1, No. 10:331-335, Oct. 1996. 






Benfey et al., "The Cauliflower Mosaic Virus 35S Promoter: Combinatorial Regulation of Transcription in Plants," 
Science 250:959-966 (1990). 




18. 


Callis, Judy et al., "Structure and Evolution of Genes Encoding Polyubiquitin and Ubiquitin-Like Proteins in 
Arabidosis thaliana Ecotype Columbia", Genetics, vol. 139, pp. 921-939 (1995). 






Callis, Judy et al„ "Ubiquitin Extension Proteins of Arabidopsis thaliana", JBC, vol. 265, pp. 12486-12493 (1990). . 




20. 


Christensen, Allen H. et al., "Maize polyubiquitin genes: structure, thermal perturbation of expression and transcript 
splicing, and promoter activity following transfer to protoplasts by electroporation", Plant Molecular Biology, vol. 18, 
pp. 675-689(1992). 
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21. 


Curie, Catherine et al., "The activation process of Arabidopsis thaliana Al gene encoding the translation elongation 
factor EF-1 .alpha, is conserved among angiosperms", Plant Molecular Biology, vol. 18, pp. 1083-1089 (1992). 




22. 


Ellis et al., "Maize Adh-1 promoter sequences control anaerobic regulation: addition of upstream promoter elements 
from constitutive genes is necessary for expression in tobacco," EMBO J. 6(1):1 1-16 (1987). 




23. 


EMBL Accession No. D10851 (ATHCDC2BG), submitted Apr. 14, 2000. 






EMBL Accession No. D63396 (NTBY2A, TOBBY2A), submitted Feb. 13, 1999. 






EMBL Accession No. U12012 (PTU12012), submitted Mar. 23, 1996. 






GenBank Accession No. AB016885, submitted Dec. 27, 2000. 






GenBank Accession No. AF075270, submitted Sep. 24, 1998. 




28. 


GenBank Accession No. AF139445, submitted Jun. 1, 1999. 




29. 


GenBank Accession No. AJ012552(VFA012552), submitted Nov. 13, 1998. 




30. 


GenBank Accession No. L41658 (SCFPOLY), submitted Nov. 28, 1995. 






GenBank Accession No. U53418 (GMU53418), submitted May 28, 1997. 






GenBank Accession No, U90350 (PRU90350), submitted Oct. 10, 1997. 




33. 


GenBank Accession No. X53043 (LEEF1 A), submitted May 9, 1995. 
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OTHER DOCUMENTS (Inc 


uding Author, Title, Date, Pertinent Pages, etc.) 






GenBank Accession No. X74814 (EGOMTRN), submitted Sep. 22, 1994. 






GenBank Accession No. Z14990 (ATUBC9), submitted May 18, 1993. 






GenBank Accession No. AAC49014; su 


omitted 1995byLiuetal. 






GenBank Accession No. AF041463; sub 


mitted Jan. 6, 1998 by Suhandono, et al. 






GenBank Accession No. AF077743; sub 


mitted Jul. 13, 1998 by Rehli, M., et al. 






GenBank Accession No. M55147 X51434; Liaud, M. and Cerff, R., Proc. Nafl Acad. Sci., vol. 87, No. 22, pp. 8918- 
8922 (1990). 






GenBank Assession No. U73588; subm 


tted Oct. 7, 1996 by Pere-Grau, L., et al. 






GenBank Accession No. U90350, submitted Feb. 24, 1997 by Walden, A.R., et al. 






GenBank Accession No. X74814; submitted Aug. 27, 1993 by Poeyudomenge, 0., et al. 






GenBank 01:1838898, (February 10, 1997). 




44. 


GenPept Accession No. AAA68878, su 


mitted Jun. 23, 1995. 






GenPept Accession No. AAB2I993, submitted May 7, 1993. 






GenPept Accession No. AAD56019 (AK181491J), submitted Sep. 22, 1999. 






GenPept Accession No. CAA 10056; su 


jmitted Nov. 12, 1998 by Fruehling, M. 
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id Nov. 9, 1995 by Ruiter, R.K. 



et al, Genbank Accession No. X6 1 9 1 5 S39573, 



Km ii i LTD u 1 i ii ill !oi Hi Factor l.alpha. in the Organization of 
Microtubules on the Perinuclear Region during the Cell Cycle Transition from M Phase to G.sub.l Phase in Tobacco 
BY-2 Cells", Bot. Acta., vol. 108, pp. 467-473 (1995). 



ie:Caffeic Acid 3-O-Methyltransferase from 



No. 024493 (MC1_PINRA), submitted Jul. 15, 1999. 



Tenhaken, Raimund et al., "Cloning of an Enzyme That Synthesizes a Key Nucleotide-! 
Hemicellulose Biosynthesis from Soybean: UDP-Glucose Dehydrogenase", Plant Physi 
(1996). 



